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Abstract: In today’s increasingly interconnected and competitive world, where trade 

is carried out across continents and products travel vast distances, the question of 

origin holds greater significance than ever. There arose a need for distinguishing 

products for commercial and trade benefits. Intellectual property in its bid to protect 

the rights of producers of commodities and services also consumers envisage the 

legality of trademark and geographical indications. This being part of industrial 

property primarily serves as identifiers of products and rights to commercial 

exploitation. The paper seeks to establish that the relationships between trademark 

and geographical indications are delicate, overlapping, and problematic within a 

given territory or country and between countries. As legal devices that regulate the 

communication of the origination of products and exclusive rights to certain words 

or signs, trademark indicates commercial origin while geographical indicator 

portrays geographical origin. Sequel to the foregoing, there exists an interface 

generally and conflicts ensue where these subject matters overlap. This births the 

focus of contention in bilateral and multilateral trade negotiations and in the 

implementation of agreed trade obligations. The laws of different jurisdictions seek 

to balance the stifling and battle of this concept to exist side by side. This demands by 

exposition, a nuanced understanding of their function, legal frameworks 

internationally and nationally, their intersection and differences. 
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1.0 Introduction 

Historically, trademarks became the chief way for producers to 

distinguish their products from those of others, and secure economic 

revenue from exclusivity. However, as competition grew 

increasingly fierce and international protection for trademarks 

turned out not to be enough; goods needed to be further 

distinguishable . This was where indications of geographical origin, 

such as geographical indications, hereinafter referred to as GIs, 

demonstrated their importance. GIs are place names used to identify 

the origin and quality, reputation or other characteristics of products. 

The ‘Modern Approach to Intellectual Property Laws in Nigeria’ 

2nd Ed. authored by JH Mike and G Uloko was very instrumental to 

the discussions in this work. 

Akin to a trademark, a GI identifies a good as originating in a 

particular region, where a particular quality of the good is 

attributable to its place of origin. The fundamental concept behind 

GIs is that specific geographic locations yield product qualities that 

cannot be replicated elsewhere. Because the place is said to be 

essential to the product, proponents argue that producers outside a 

specified region cannot be permitted to use its place name in 

marketing and on product labels. Think of Roquefort cheese, 

Champagne wine, or Darjeeling tea – these names evoke not just a 

product, but a place with a distinct heritage, specific production 

methods, and environmental conditions that contribute to their 

distinctive qualities. Also known as geographically descriptive 

trademark (mark) is defined to mean “a trademark that uses a 

geographic name to indicate where the goods are grown or 

manufactured… which type of mark is protected at common law, 

and can be registered only on proof that it has acquired 

distinctiveness over time” 

Trademarks and geographical indications are different, equal, and 

independent categories of distinctive marks and signs used to denote 

specific products, classes of products, or, in the case of trademark 

only, services. These two domains of intellectual property rights 

(IPRs), among others, are subject to domestic and multilateral laws 

and regulations. These two varying concepts although have mutual 

similarities elucidates problems and disputes as to the right of 

exclusive use of marks and signs for goods or services are not 

uncommon, even in the conduct of commercial and industrial 

activities in a given territory or country. 

We shall however delve into the relationship, conflict, mitigation of 

same, and the applicable international and domestic laws governing 

geographical indications and trademark in this work. 
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2.0 International Protection of Trademark and 

Geographical Indications 

International protection of geographical indications (GIs) has been 

provided by multilateral agreements. The inclusion of intellectual 

property rights (IPRs) within the World Trade Organization (WTO) 

in 1994 heralded a landmark change in international law. Also, the 

co-existence of trademarks and GIs in the TRIPS (Trade-Related 

Aspects of Intellectual Property Rights of 1994) agreement is a 

source of contention between members of the World Trade. It 

engendered debate over the status and scope of IPRs. Perhaps, the 

interface between trademark and geographic indications is the most 

theoretically contested. Here is a head go. 

2.1 Nature of Trademark 

Trademarks are words, letters, symbols or signs which are used in 

order to distinguish the goods or services of one undertaking from 

the goods or services of another undertaking. It is “a word, phrase, 

logo, or other graphic symbol used by a manufacturer or seller to 

distinguish its product(s) from those of others. The main purpose of 

a trademark is to designate the source of goods or services. In effect, 

the trademark is the commercial substitute for one’s signature.” 

2.1.1 Madrid Agreement 

Registration under the Madrid Agreement concerning the 

international registration of marks is by filing the trade mark in 

question at the International Bureau of Intellectual Property (IBIP) 

under the aegis of the World Intellectual Property Organization 

(WIPO). This is achieved through the intermediary of the relevant 

trade mark offices in the mark’s country of origin, that is, the 

national office in the country where the person applying to register 

the mark(s) is deemed to be domiciled. The effect is that, from the 

date of an international registration of any trade mark, the protection 

of the mark becomes effective in all contracting countries as if the 

mark has been registered locally in each of these countries. 

2.1.2 Paris Convention 

Under this treaty, with reference to Article 4, it provides that a 

trademark should be registered according to the domestic legislation 

of the member states, in providing a protection that subsists in any 

state as intended by the trademark proprietor. However, it is worthy 

of note that Paris Convention does not provide a definite and proper 

administration of trademarks. 

2.1.3 TRIPS Agreement 

The Agreement on Trade-Related Aspects of Intellectual Property 

Rights of 1994 (TRIPS Agreement) defines trademark as “any sign, 

or any combination of signs, capable of distinguishing the goods or 

services of one undertaking from those of another undertakings, 

shall be capable of constituting a trademark.” Trademark is 

individually based with main purpose of indicating commercial 

origin, hence shall have a certain level of distinctiveness, to 

differentiate goods and services and exclude confusion and 

misconceptions in the mind of consumers. Therefore, without the 

required level of distinctiveness, a mark is not considered eligible 

for protection as such. TRIPS though acknowledges that marks can 

acquire distinctiveness through ‘use’, should they not be inherently 

distinctive. 

2.2 Nature of Geographical Indications 

Article 22 of the TRIPS Agreement as highlighted above defined 

GIs as ''indications which identify a goods as originating in the 

territory of a member, or a region or locality in that territory, where 

a given quality, reputation or other characteristics of the good is 

essentially attributable to its geographical origin.’ To be so tagged a 

GI must have acquired a unique production method or distinguishing 

qualities that are principally attributable to the specific locality or 

region, not only to associate with the specific place of origin. In 

addition, the characteristics or reputation of the product should be 

fundamentally ascribed to the location of origin. For example, 

Champagne, a sparkling wine is produced in the Champagne wine 

region of France and protected under the rules of the appellation. 

This Gl prevents other wines from being identified as 'champagne’ 

and claiming themselves as originating from Champagne. In 

Bolinger v Costa Bravia Wine Company, traders brought sold wine 

somewhat similar to Champagne. The wine was produced in the 

Costa Brava district of Spain and marketed under the name 'Spanish 

Champagne'. The French growers and shippers successfully brought 

an action to stop the passing off. Mr. Justice Danckwerts held that 

the French growers had goodwill connected with the word 

"Champagne'. 

Other examples include Bordeaux wine which originates from 

Bordeaux in France, Switzerland's Gruyère cheese, Mexico's 

Tequila, and Parmigiano cheese from Italy. Under Italian law, only 

cheese produced in the provinces may be labelled 'Parmigiano- 

Reggiano'. Wines and spirits are the most commonly protected GIs 

in national systems or international accords. GI's are valued not only 

as a way for businesses to leverage the value of their geographically 

unique products, but, also due to the cultural heritage of their 

localities. An appellation of Origin (AO), is a sub-set of 

geographical indication where the quality, method, and reputation of 

a product originating from a strictly defined area is specified in its 

intellectual property right registration. 

A Geographical Indication (GI) or Appellation of Origin (AO) is 

important for several reasons. First, it is an identification of the 

product's source. It also serves as a form of certification of the 

special qualities of the product, either through a traditional 

production method or manufacturing process. Typically, such 

products enjoy goodwill and reputation associated with that 

geographical location. A protected GI also affords those who enjoy 

the protection the right to prevent third parties whose products do 

not qualify from using the name or mark of origin. "Irish whiskey' 

for example is a protected European GI under Regulation (EC) No 

110/2008. In the jurisdiction that Irish whisky is protected, the 

producers can exclude the use of the name ‘Irish Whisky' for whisky 

that is not typically produced distilled and matured on the island of 

Ireland (comprising the Republic of Ireland and Northern Ireland) or 

produced according to specific standards. In fact, the production, 

labelling and marketing of Irish whiskey must be verified by the 

Irish revenue authorities as conforming to the Department of 

Agriculture's 2014 technical file for Irish whiskey. 

3.0 Trademark and Geographical Indications 

interconnection 

Trademark and Geographical Indications in the course of trade have 

conjugal relations. There exists a common relationship between the 

two concepts as the primarily objectives of IPRs that protects the 

distinctiveness of products and bestows the exclusive right to the 

producers for commercial exploitation and benefits accorded to such 
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goods or services. The TRIPS Agreement as earlier indicated 

provides for co-existence of GIs and trademarks. 

4.0 Protection of Trademark and Geographical 

Indications: Extant Application in Nigeria 

Nigeria as a country in the African continent occupies a very 

strategic position not only in Africa but in the entire world. It, among 

other unique characteristics, has the largest black population in the 

world and stands out as one of Africa’s foremost economic giants. 

With the growing importance of protection of GIs at international 

level, Nigeria is yet to establish a sui- generis legislation on GIs, 

neither has it been introduced into Nigerian legal jurisprudence and 

economic policy objectives. While trademark is protected by the 

extant legislation “Trademark Act 1965” indigenous to Nigeria, it is 

not same with geographical indications. 

Nigeria has abundant traditional products whose quality are linked 

to their origins. Nigeria is richly endowed with diversity in the areas 

of agriculture, natural resources, food, medicinal plants and herbs, 

culture and traditions, which qualify as Gls. From ʻTomato Jos', to 

‘ofada rice', 'Benue yam', Ibadan's Adire, Pepa Yam, Goron Tula' 

from Tula, Meat products such as kilishi (dried meat product) etc., 

several traditionally produced agricultural products, drinks, crafts, 

artifacts, would benefit from a registration as a GI to enhance the 

value of the products for national consumers and for export. This 

will also allow it to emerge from a poorly differentiated market. 

Unfortunately, however, Nigeria does not have a special regime for 

the protection of GI. Nonetheless, the Trademark Act of 1965 

provides a form of protection for products of origin through 

collective or certification marks. 

The Business Facilitation (Miscellaneous Provisions) Act 2022 

defined ‘goods’ to now include ‘services’, amended the erstwhile 

trademark definition provided in section 67 of 1965 Act, to read: 

a mark used or proposed to be used in relation to goods or services 

for the purpose of indicating a connection between the goods or 

services and a person having the right, either as a proprietor or as a 

registered user, to use the mark, whether with or without any 

indication of the identity of that person, and may include shape of 

goods, their packaging and combination of colours; 

In Nigeria, GIs can be said to be protected under the Nigerian 

Trademarks Act through registration as certification marks. Section 

43 (1) of the Trademarks Act provides that: 

A mark adapted in relation to any goods to distinguish in the course 

of trade goods certified by any person in respect of origin, material, 

method of manufacture, quality, accuracy or other characteristic, 

from goods not so certified shall be registrable as a certification trade 

mark in Part A of the register in respect of those goods in the name, 

as proprietor thereof, of that person: Provided that a mark shall not 

be so registrable in the name of a person who carries on a trade in 

goods of the kind certified. 

Therefore, the above provision allows registration of marks which 

identify goods in terms of origin (GIs) as certification marks on the 

register. However, the registration cannot be applied for by a person 

who carries on trade in goods of the kind certified, but by a certifying 

authority. For example, “Ijebu garri” can be applied for as a 

certification mark by the institution in charge of preserving the 

standard of Ijebu Garri. The Act further requires that a set of rules 

governing the use of the mark be submitted to the Registrar. 

4.1 Implications of Registration of a Certification mark to 

GIs in Nigeria 

The procedure and formalities for registering a certification mark 

can be found in the Trade Marks Regulations. While this option has 

advantages, the registration of a trademark is subject to renewal, 

contrary to many GI legal perceptions and thus, it is more costly to 

obtain and maintain. 

Nonetheless, having a specific comprehensive form of protection for 

GI and appellation of origin, outside the protection of trademarks, is 

desirable and beneficial to the rich traditional heritage and economic 

development objectives of Nigeria. This protection of GIs could be 

a way to improve market access for origin-linked products produced 

and processed by family farmers and Small and Medium Enterprises 

(SMEs). For producers, a GI will confer a uniqueness or distinct 

differentiation that can be commercially exploited. Further, as a 

promotional asset and 'marketing tool, GIs involve a system of 

certification and label that is applied to products to differentiate 

them from others and to highlight the added value of their unique 

local features, history or distinctive characteristics.' Additionally, a 

GI can also represent a brand name for their product and increase 

export opportunities. The protection can also play a key role in 

encouraging agricultural producers and artisans to preserve and 

promote their local resources and exploit the resources that are 

linked to their place of origin. The boost in local production can lead 

to the creation of jobs for many communities. Recognizing GI is also 

a means to curtailing Nigeria's reliance on imports as well as 

reducing the deleterious effects of excessive importation. If a 

community or region obtains a GI, it can prevent the devaluation of 

its local products and boost its local development. 

4.2 Geographical Indications and Traditional Knowledge 

Geographical Indication and Traditional Knowledge (TK) share a lot 

similarities and one right can be protected alongside the other. It is 

arguable that products identified by Gls are the results of traditional 

processes and cultural knowledge which has been passed on from 

one generation to another. Likewise, many methods of production 

and products indicated by a GI could embody essential 

characteristics or elements of the traditional artistic heritage 

developed in a given community or region. This is particularly true 

for tangible products such as handicrafts, artworks, fabrics, etc. 

made using natural resources and having qualities derived from their 

geographical origin. For example, Akwa Ocha, a hand-woven fabric 

that is peculiar to the Anioma people of Delta state is a characteristic 

of traditional cultural expressions. In the traditions of Anioma, the 

Akwa Ocha fabric is more than a clothing item; it is said to be a 

visual representation of the history, cultural expression, philosophy, 

ethics, and beliefs of the people. 

The cloth contains surface decorative motifs and symbols that depict 

the social behaviours and cultural expressions of the people. The 

cloth is especially reserved for events and used only on festive 

occasions, thus, it is not worn casually or used in routine activities. 

Benin's bronze art is another example. 

GIs are important to TK because they can be used to protect the 

product or process of producing a subject matter of TK. It can also 

indirectly contribute to the protection of TK by preserving TK for 

future generations. In the same vein, it could prevent the 

misappropriation of TK. The description of the production standards 

for a GI product could also include a description of a traditional 

process or traditional knowledge. 
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5.0 Regulation 208i/92 on Protection of 

Geographical Indications under United 

Kingdom 

5.1 Conflict with Trade Marks 

In certain circumstances the existence of a trade mark may hinder or 

prevent the registration of a protected designation of origin (PDO) 

or protected geographical indication (PGl): one of the grounds for 

objection is that “registration of the name proposed would 

jeopardize the existence of an entirely or partly identical name or of 

a mark, or the existence of products which have been legally on the 

market for at least five years preceding the date of the publication” 

of the application. 

Article 14.1 of the Regulation sets out the consequence of a PDO or 

PGI on a subsequent trade mark application relating to the “same 

type of product": it is submitted that this should be assessed in the 

same way as "similar goods" under s.5 (2) of the 1994 Act of UK. If 

the application for a trade mark was made after the date of 

publication of the application for the PDO or PGI, the trade mark 

application should be refused provided it impinges upon the 

protection granted to the PDO or PGI under Art.13. If registered 

despite the existence of an earlier PDO or PGI which it impinges 

upon, the trade mark shall be declared invalid, including trademarks 

applied for before publication (in the Official Journal) but registered 

after the publication. Presumably, s.3 (4) of the Act would be relied 

upon for such refusal or invalidity, although it is not clear by whom 

it should be declared invalid as there is no mechanism in the Act for 

ex officio removal. 

However, Art.14.2 provides that a trade mark registered in good 

faith before publication of the application for a PDO or PGI may 

continue in force where there are no grounds for invalidity or 

revocation of the trade mark under Art.3 (1) (c) and (g) or Art.12 

(2) (b), respectively, of the Trade Mark Directive (ss. 3(1) (c) and 

3(3) (b) or s.46 (1) (d) in the 1994 Act). This provision does not 

seem to cover the situation where the prior right is an unregistered 

mark capable of being protected under the law of passing off, so that 

use in good faith of such a mark may be stopped. Also, it does not 

deal with the impact of the proviso to s.3 (1) (Art. 3(3), which 

provides for the possibility of distinctive character acquired through 

use prior to the date of application for registration. 

In addition, it is a ground for refusal of a PDO or PGI if, because of 

a trademark's reputation and renown, registration would "be liable 

to mislead the consumer as to the true identity of the product." It is 

not clear whether this provision relates only to registered trademarks 

but it is submitted that it is so limited as elsewhere in the Regulation 

references to trademarks are always in the context of the TM 

Directive (as seems to have been recognised in the 1997 amendment 

to Art.7.4, which replaced "trade mark" with "mark"). 

Owners of an unregistered mark comprising or including a 

geographic name should consider registering it in order to avail 

themselves of this provision in case a future PDO or PGI conflicts 

with their mark. It is not clear how this may be affected by Article 

13.4 of the Regulation during the "Transition Period". In the Parma 

Ham case, the European Court of Justice (ECJ) found that 

Reg.2081/92 has direct effect and “creates not only rights but also 

obligations for individuals, on which they may rely against other 

individuals before national courts. In Germany, the association of 

Gorgonzola cheese producers were permitted to bring proceedings 

(albeit unsuccessfully) under the Regulation against the procedure 

of Cambozola cheese. 

5.2 The Gorgonzola Case 

The European Court of Justice case of Consorzio per la Tutela del 

Formaggio Gorgonzola v Käserei Champignon Hofmeister GmbH 

& Co KG was an Art.234 (ex Art.177) reference from the 

Commercial Court of Vienna on the conflict between a PDO owned 

since 1996 by the claimant for a soft white cheese marbled with blue 

mould, "Gorgonzola", and a registered trade mark owned since 1983 

by the defendant in Austria used for a similar soft blue cheese, 

"Cambozola". 

The Court found that use of the mark “Cambozola" “evoked" the 

term Gorgonzola" since "Cambozola": "ends in the same two 

syllables and contains the same number of syllables, with the result 

that the phonetic and visual similarity between the two terms is 

obvious". It further found that: 

‘evocation', as referred to in Article 13(1)(b) of Regulation No. 

2081/92, covers a situation where the term used to designate a 

product incorporates part of a protected designation, so that when 

the consumer is confronted with the name of the product, the image 

triggered in his mind is that of the product whose designation is 

protected… 

[It] is possible, ...for a protected designation to be evoked where 

there is no likelihood of confusion between the products concerned 

and even where no Community protection extends to the parts of that 

designation which are echoed in the term or terms at issue. 

However, by Article 14.2 of the Regulation, for the trade mark to be 

rendered invalid or revoked in such circumstances, then, provided it 

was applied for in good faith, there must be shown to be grounds for 

invalidity or revocation under Article 3.1(c) and (g) and Article 

12.2(b) of the Trade Mark Directive. The court found that it was for 

the national court to decide whether, on the facts, the conditions laid 

down in Article 14.2 of the Regulation would allow further use of 

the trade mark. 

On Similar lines, the European Court of Justice held in Gerolsteiner 

Brunnen that it was also for the national court to decide whether a 

likelihood of confusion between a registered trade mark (“Gerri") 

and an indication of geographical origin ("Kerry Spring", recognised 

as a mineral water by Ireland under Dir.80/ 777) entitled the trade 

mark proprietor to prevent such use. Such an assessment would 

require deciding whether the producer of the soft drink using water 

from a spring called "Kerry Spring" might be regarded as unfairly 

competing, particular having regard to the shape and labelling of the 

bottle, such that the use would not be in accordance with honest 

practices under Article 6(1)(b) of the TM Directive, If the use were 

found to be in accordance with honest practices, the fact that the 

indication of geographical origin was being used as a trade mark 

would not prevent the user from availing itself of the defence. 

5.3 Concurrent Protection 

It is not stated in the Regulation whether the same designation of 

origin or geographical indication could be registered under the 

Regulation and as a trademark and this will depend on the particular 

national law in the Member State concerned. 

Although in most cases in the United Kingdom ss. 3(1) (c) and 3(3) 

of the 1994 Act are likely to prove insuperable obstacles to 

registration of PDOs or PGls as trademarks, there appears no reason 
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why, for example, the ducal crown used on Parma ham should not 

be registered and in appropriate circumstances benefit from the 

broad scope of protection given by s. 10(3). 

Another unclear area is the status of existing trade mark registrations 

for geographical names which have now been registered by the 

proprietors as PDOs or PGIs. It is submitted that such trademarks 

should not be permitted to remain on the Register as the two 

protection systems are contradictory and if the status of PDO or PGI 

has been granted, the trade mark should be subject to revocation 

under s.46 (1 )(c). 

On the other hand, it is stated expressly in para.3 (1) of Sch.1 of the 

1994 Act that "a collective mark may be registered which consists 

of signs or indications which may serve, in trade, to designate the 

geographical origin of the goods or services provided that the 

proprietor may not prohibit the use of the mark by one entitled to 

use it "in accordance with honest practices" (para.3 (2)). Thus, a 

PDO or PGI and a United Kingdom collective mark may co-exist. 

The same apparently applies to certification marks granted in 

accordance with s.50 and Sch.2, although after the Commission v 

France case there must be an argument that a PGI or PDO cannot 

also be a certification mark. 

6.0 Conflict between Geographical Indications 

and Trademark - Case Analysis 

In the Classic Case of Budweiser and Bud Beer - Disagreements 

over the exclusive rights to use the trademark (TM) of Budweiser 

(and later on, Bud) started in the late 1890s, when Anheuser-Busch, 

a giant brewer of Saint Louis, Missouri, and Budejovicky Budvar, a 

much smaller company in the former Czechoslovakia, began to 

export their like-named products. Some 100 legal challenges 

involving TM rights have since been mounted in over 40 

jurisdictions across the globe in the century-long battle between 

these two brewers. Anheuser- Busch was taken over by InBev, a 

brewer from Belgium for US$52 billion in July 2008, but the conflict 

is expected to drag on. 

Budweiser means the beer of the Budweis region. This is the same 

as the concept in which champagne describes the wine of the 

wineries in the Champagne region of France. The name Budweiser 

was adopted and registered in the United States (US) in 1876 by 

Anheuser-Busch. Budejovicky Budvar was founded in 1895 in the 

town of Ceske Budejovice (also known as Budweis) in the former 

Czechoslovakia. Reportedly, the beer has been brewed in the same 

town since the thirteenth century. 

The Court judgments delivered so far have resulted in a division of 

markets. Anheuser-Busch has been selling Budweiser in some 16 

countries and Bud in another 15 countries. The company has a 

dominant market share in North America and most of South 

America and Asia. Budejovicky Budvar has Budweiser and Bud 

registered as TMs and appellations of origin in 28 European 

countries and 37 non-European countries. Rather exceptionally, 

however, both brewers have the right to use Budweiser and Bud in 

the United Kingdom, the second most important global market for 

beer to Anheuser-Busch. 

Under the European Union (EU) system, the prior existence of a 

conflicting TM (Budweiser and Bud from Anheuser-Busch) does 

not necessarily prevent registration of a protected geographical 

indication  (PGI)  or  protected  designation  of  origin  (e.g., 

Budějovické pivo and Českobudějovické pivo from Budejovicky 

Budvar) in the EU. 

Once registered however, GIs have priority over prior and later TMs 

in the EU. Judgment from the Court of Appeal in Sweden (January 

2006) reaffirmed that a PGI is protected against misuse even if 

translated. Ordinarily, however, a PGI is only protected in its 

registered form, and this does not confer owners the right to use the 

PGI in any other (unregistered) form. As such, Budweiser Beer 

cannot be used in Sweden by Budejovicky Budvar to denote the 

PGIs granted to Budejovicky Budvar because the terms in question 

are a translated PGI. 

Notably, a World Trade Organization (WTO) panel had made a 

similar finding in April 2005. The TM “Budweiser” had been in 

existence prior to the registration of “Budejovicky pivo” and 

“Českobudějovické pivo” as PGIs. Therefore, under TRIPS, the 

existing TM rights should not be undermined or limited by a 

subsequent GI. The panel found that Anheuser-Busch could 

continue to use its TM in the European Communities (EC). 

Nevertheless, the same WTO panel also found that the inconsistency 

between the EC regime and TRIPS with respect to the coexistence 

of GIs and prior TMs was sufficiently justified by TRIPS Article 17. 

But, the Office for Harmonization of the Internal Market of the EC 

could not register the name “Budweiser” as a single TM in all 25 EU 

countries because it was identical to a prior TM registered in Austria 

and France by the Czech brewer Budejovicky Budvar. This decision 

aimed to avoid causing confusion to the consumers in those two 

countries. 

7.0 Strategies in Mitigating the Conflict between 

Geographical Indications and Trademark 

7.1 Principle of first in time, first in right 

Given the similarity of the functions of both concepts, the principle 

of "first in time, first in right" has been suggested as a means of 

resolving such conflicts. Nonetheless, the ideas of priority and 

exclusivity are well established in intellectual property discourse. 

Invoking Justinian's Digest, Frederick Mostert argues that "the 

general legal principle of ‘qui prior est tempore, potior est iure’ or 

'first in time, first in-right should be applied" as the starting point for 

GI-trademark conflicts. Therefore, continues to be projected as the 

optimal solution. 

In the words of one veteran commentator, when two parties claim 

competing rights to a trademark, or other form of intellectual 

property, there are well-established processes which are used to test 

the validity of each party's claim to determine the true owner. The 

"first in time, first in right" maxim is one of such mechanism. 

A well-known U.S. authority for this is the United Drug case, which 

establishes that as between competing claimants to the same 

trademark, priority of appropriation and use is the deciding factor. 

The underlying reason is that purchasers have come to understand 

the prior mark as indicating the origin of the wares and this message 

must be protected. This principle is then upgraded to act as a steer 

in disputes between these two apparently functionally similar 

regimes. The phrase is a shorthand way to refer to the combined 

principles of priority and exclusivity. This means that the sign that 

is protected first, whether it is a trademark or a GI, shall take 

precedence over (principle of priority) and prevent the use of 

(principle of exclusivity) any conflicting subsequent sign. 
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This practice can be seen within framework of the Lisbon 

Agreement for Appellations of Origin of 1958, which instituted an 

international registration system for appellations of origin ("AO") 

administered by WIPO. One of the grounds for a signatory opposing 

an ‘AO’ registration is that the application would prejudice pre- 

existing trademark rights. 

According to WIPO records in 2000, there had been sixty-two 

refusals concerning fifty-one international registration applications 

of appellations of origin and the reason most frequently given was 

the conflict with an earlier trademark right. 

This represents the official U.S. position on the issue, evident from 

the relative configuration of trademark and GI provisions in a series 

of recent Free Trade Agreements ("FTAs"). In the context of the 

U.S.-Chile FTA, the principle received a ringing endorsement: "In 

general, we applaud the application of the 'first in time, first in right' 

principle to trademarks and geographical indications. This may 

serve as a useful precedent. 

By way of an illustration, the U.S.-Australia Free Trade Agreement 

(FTA) clearly applies this principle in Article 17.2(4), which states 

that each Party shall provide that the owner of a registered mark shall 

have the exclusive right to prevent all third parties not having the 

owner's consent from using in the course of trade identical or similar 

signs, including geographical indications, for goods or services that 

are related to those goods or services in respect of which the owner's 

mark is registered, where such use would result in a likelihood of 

confusion. 

Also, The International Trademark Association (INTA) supports the 

principle of 'first in time, first in right' priority when resolving 

conflicts between geographical indications and trademarks'. 

This is also the position of the AIPPI Working Committee which 

reinvestigated the national approaches to this issue. The guiding 

principle for settling conflicts between trademarks and GIs should 

be the first in time, first in right rule (priority in use or registration). 

7.2 Principle of coexistence of Trademark and GI 

This principle has been enunciated by the European Communities 

Regulations as amended provides that members and non-member 

state to this agreement could apply for a GI registration or oppose 

one in the European Communities and that only the rights of prior 

registered trademark owners would remain unaffected by the 

registration of a conflicting GI. 

This is the provision of Article 14(2) of the Regulation: With due 

regard for the Community law, use of trade mark corresponding to 

one of the situations referred to in Article 13 [infringement of a 

registered GI] which was registered in good faith before the date on 

which application for registration of a designation of origin or GI 

was lodged may continue notwithstanding the registration of a 

designation of origin or GI, where there are no grounds for invalidity 

or revocation of the trade mark [under the relevant provisions of the 

EC Trademark Directive]. 

This effectively provides for coexistence between a prior registered 

trademark and a subsequent GI registration in situations of conflict 

but can even though the use of one or both would otherwise infringe 

the rights conferred by the other. But this provision was in breach of 

the regulation, Article 16(1) of TRIPS by allowing the coexistence 

of a later GI with an earlier registered trademark which gives owners 

of registered trademarks the exclusive right to prevent confusing 

uses of similar or identical signs by all third parties. In such interest, 

Article 14(3) of the EC Regulation, prevents the registration of a GI 

where, considering an earlier trademark's "reputation and renown 

and the length of time it has been used," such registration would be 

liable to mislead consumers. In the World Trade Organization 

Dispute, the United States and Australia objected to the European 

Communities’ Regulation allowing a registered trademark to coexist 

with a geographical indication registered after the trademark existed. 

The United States and Australia alleged that the Regulation violated 

Article 16.1 of the TRIPS Agreement “because it [the Regulation] 

does not ensure that a trademark owner may prevent uses of GIs 

which would result in a likelihood of confusion with a prior 

trademark.” The European Communities successfully argued that 

the coexistence of geographical indications and trademarks in its 

regulation was a ‘fair use of descriptive terms’ under Article 17 of 

the TRIPS Agreement. 

In the Parma Sausage Case, the plaintiff, Consorzio applied for three 

certification marks, "Parma Ham," "Prosciutto di Parma," and 

"Parma" which were declined by the court on the grounds of the 

provisions of section 2(d) Lanham Act, referring existence of an 

earlier registered trademark 'Parma Brand’ in the US. The 

Trademark Trial and Appeal Board contended with the plaintiff’s 

submission that the trademark was deceptive, and imitating the 

origination of ‘Parm’ from Italy. 

The Trademark Trial and Appeal Board (TTAB) acknowledged that 

the Consorzio's promotions could result in PARMA BRAND being 

considered deceptive as the consuming public came to associate 

"Parma" ham with Italy over time. Although the plaintiff registered 

the certification mark the respondents mark was still protected in the 

register. Thus, this means that a trademark and geographical 

indication can coexist by agreement to different products without 

overlapping. 

8.0 Conclusion 

Geographical Indication being a name or sign which indicates a 

product's link to a specific geographical location, region, country, or 

source of origin used by traders for geographical significance is 

arguably both normal and problematic. WIPO did define GIs as sign 

used on products that have a specific geographical origin and 

possess qualities or a reputation that are due to that origin gave it a 

captivating summary. Ordinarily, it is normal to wish to indicate a 

connection with a particular geographical location, especially if that 

location gives to the product a characteristic it would not otherwise 

have. In the same vein, it becomes an issue if, by so doing, the trader 

seeks to wade off some other legitimate traders who ought to freely 

use same geographical name and do not intend to mislead. The work 

while respecting the distinct institutional architectures of trademark, 

GI regimes and associated concepts, identified workable solutions. 

We examined the hydra-headed relationship between TMs and GIs, 

focusing on the specifications and scope of GI protection, 

coexistence between TMs and GIs, priority rights and wide range of 

pertinent implications arising therefrom. As trademarks and GIs are 

unique devices that are undisputedly interchangeable, it is not 

impossible for national legislation (Nigeria in view) to 

simultaneously protect both, evidence having shown that trademarks 

and GIs are not actually in real conflict but can instead be viewed as 

harmonious tools for economic progression. Where a nation state 

fully supports the GIs concept, implementing a robust sui- generis 

legislation to that effect is a win-win. Where a state is not yet fully 

in support, it only implements GIs in the trademark legislation as 

substantially argued. The choice is bare. 
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